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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 5/4/2009 have been fully considered but they are not 
persuasive. 

The limitation in the claims "roll formed" is considered a product-by-process 
limitation. The patentability of the product does not depend on its method of production. 
Determination of patentability is based on the product itself. See MPEP 21 1 3. If the 
product-by-process claim is the same as or obvious from a product of the same prior 
art, the claim is unpatentable even though the prior product was made by a different 
process. In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed.Cir.1985). Even 
though each reference individually does not disclose the claimed invention, Belgium 
Patent 891445 clearly discloses a beam have the same fold structure as applicant's 
claimed beam (even though made by a different process) and EP 1251217 clearly 
discloses a beam having a seam along the third for fourth side just as applicant's 
claimed beam (even though made by a different process). Therefore all the structural 
features of applicant's claimed invention are known in the art. Therefore applicant's 
claimed invention unpatentable as applicant's invention is the same as or obvious from 
the product of the combination of prior art references, even though the prior art was 
made by a different process. Further applicant has not disclosed how the limitation "roll 
formed" imparts structural features which would distinguish applicant's invention over 
the prior art (applicant's remarks regarding the seam placement are not persuasive as 
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the prior art clearly discloses a seam placement as claimed by applicant in a product 
made by a process other than roll formed). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6, 9-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Foreign No. 891445 (as submitted by applicant) in view of EP 1206917 or EP 
1251217 (as submitted by applicant). 

Claims 1-2, 4-6, 9, and 11. 891445 discloses a beam of substantially rectangular 
cross-section formed from a unitary piece of metal, the beam comprising: 

opposed first and second substantially parallel walls formed with at least three 
adjacent layers of the piece of metal (generally at 3, 4 of figures 1-2 or 5-6), where the 
first and second walls are smaller than the third and fourth walls, the at least three 
layers of the piece of metal being substantially parallel to the first and second 
substantially parallel walls (as seen in the figures); 

wherein the three layers in the first and second walls are formed from two layers 
of metal spanning approximately half the width of the first and second walls and one 
layer spanning all of the width of the first and second walls, wherein the two half width 
layer form the beam exterior (figures 1, 5) or the beams interior (figures 2, 6) and 
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opposed third and fourth substantially parallel walls (1) between the first and 
second walls. 

891445 does not expressly disclose one of the third or fourth walls has a seam 
joining two opposed longitudinal edges of the piece of metal. 

EP 1 20691 7 or EP 1 251 21 7 disclose a beam from a unitary piece of metal 
having first through fourth walls and further one of the third or fourth walls having a 
seam (4, 19 respectively) joining two opposed edges of the metal. 

It should be noted that the limitation "roll formed" is considered a product-by- 
process claim. The patentability of the product does not depend on its method of 
production. Determination of patentability is based on the product itself. See MPEP 
2113. If the product-by-process claim is the same as or obvious from a product of the 
same prior art, the claim is unpatentable even though the prior product was made by a 
different process. In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed.Cir.1985). 

At the time the invention was made it would have been obvious to one of ordinary 
skill in the art to combine known design options within his/her technical grasp to achieve 
the predictable results of a beam of a unitary piece of material have multiple layers at 
the first and second sides and a seam closing the piece on the third or fourth side to 
create a structurally solid beam (where one of skill would be motivated to pursue the 
known options to maximize strength and minimize production/material costs so that the 
beam is suitable for its intended purpose, as beams are commonly used in various 
situations having various strength and stability requirements). 
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Claim 3. The beam as in claim 2 above where it is not expressly disclosed that 
the three layers each extend the width of the beam, but rather that one layer does and 
two layers extend half the width. 

At the time the invention was made it would have been obvious to one of ordinary 
skill in the art to modify the layers of 891445 to each extend the full width of the beam to 
increase strength and stability by reducing points of weakness (as it is well known that a 
discontinuous layer would have a point of weakness at the juncture, where a continuous 
layer would not). 

Claim 10. The beam as in claim 9 above, where it is not expressly disclosed that 
there are three indentations in each of the third and fourths walls. 

It is notoriously common and well known that additional indentations provide 
additionally stability and strength. Therefore it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide three indentations 
equally spaced (to evenly distribute the strength and for manufacturing efficiency) in the 
third and fourth wall (where one of the indentations is formed by the seam as disclosed 
by EP 1206917) to create a superior beam. 

Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Foreign No. 891445 (as submitted by applicant) in view of EP 1206917 or EP 
1251217 (as submitted by applicant) and further in view of WO 93/15353 (as 
submitted by applicant). 
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Claim 7. The beam as claimed in claim 1 above, where it is not expressly 
disclosed that the beam also includes at least two adjacent layers of metal in the region 
of its four corners directed away from the first and second walls. 

WO 93/15353 discloses a metal beam that includes multiple layers of metal at 
the first and second sides and additionally includes at least two adjacent layers of metal 
in the region of its four corners directed away from the first and second walls (figures 
2,4) 

At the time the invention was made it would have been obvious to one of ordinary 
skill in the art to modify the beam of claim 1 as presented above to have multiple layers 
of metal at the corners to provide additional reinforcement and stability predictably 
resulting in a stronger beam. 

Claim 8. The beam as in claim 7 above, where it is not expressly disclosed that 
there are three layers of metal in the region of the four corners. 

However, it is notoriously common and well known that additionally layers 
provide additionally support, strength and stability to the product. Further it is noted that 
891445 discloses three layers. Therefore it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the beam of claim 7 above 
to have three layers of metal at the four corners to achieve a structurally superior beam 
capable of withstanding higher loading/forces. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JESSICA LAUX whose telephone number is (571)272- 
8228. The examiner can normally be reached on Monday thru Thursday, 9:00am to 
5:00pm (est). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on 571-272-6777. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Richard E. Chilcot, Jr./ 

Supervisory Patent Examiner, Art Unit 3635 



/J. L7 

Examiner, Art Unit 3635 



